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LICENSING INTELLECTUAL PROPERTY can offer a 
practical and efficient strategy for companies looking 
to expand into a new market, enhance an existing 
product line, reduce costs or accomplish other 
business goals. The IP under consideration for license 
could be a patent, copyright, or trademark, software 
or any combination of these properties.  

As this approach becomes increasingly common 
across industries, counsel who are new to licensing  
IP must understand the complex range of issues  
that may arise when licensing a mix of intellectual  
property types.    

This program is designed for intellectual property 
specialists, corporate counsel and general 
practitioners who are interested in learning  
how to license and protect various forms of 
intellectual property.

TOPICS INCLUDE
•	Negotiating tips  
	 and effective drafting  
	 techniques
•	Key provisions and  
	 practical considerations  
	 in copyright and  
	 trademark licensing 
•	Key differences  
	 between patent and  
	 other technology  
	 licenses 
•	Understanding software  
	 and open source licenses
•	Protection and  
	 enforcement issues in  
	 cross-border IP licensing 
•	Enforcing licenses –  
	 tips from an IP license  
	 litigator 
•	How licensing can  
	 generate new revenue

SPECIAL FEATURES
•	Instructive discussion  
	 of a mock license  
	 agreement
•	Earn one hour of  
	 Ethics credit

Understanding the Intellectual Property License 2018
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	 Morning Session: 

9:00
INTRODUCTION

	 CHI: Marcelo Halpern
	 NY, ATL, IND, MECH, NB, PHI, PITT  
	 & WEB: Bruce R. Ewing
	 SF & WEB: Joseph Yang

9:15
TRADEMARK LICENSING

•	Rationale for licensing
•	Fundamentals of a trademark license
•	Key provisions and practical considerations
	 CHI: Janet A. Marvel
	 NY, ATL, IND, MECH, NB, PHI, PITT  
	 & WEB: Sarah Robertson
	 SF & WEB: Sally M. Abel

10:15
COPYRIGHT LICENSING

•	Rationale for licensing
•	Fundamentals of a copyright license
•	Key provisions and practical considerations
•	Creative Commons licenses
	 CHI: Lita Rosario	
	 NY, ATL, IND, MECH, NB, PHI, PITT 
	 & WEB: Helene M. Freeman
	 SF & WEB: Cydney A. Tune

11:15 	   Networking Break

11:30
RIGHTS OF PUBLICITY AND 
ENTERTAINMENT LICENSING

•	Rights of publicity
•	Celebrity licensing
•	Television and movie licensing
	 CHI: E. Leonard Rubin
	 NY, ATL, IND, MECH, NB, PHI, PITT  
	 & WEB: Christopher R. Chase
	 SF & WEB: Kristina H. Dinerman,  
	 Bryan Thompson  
	

12:30 	   Lunch

  

	

Afternoon Session:

1:45
PATENT AND TECHNOLOGY LICENSING

•	Standard clauses and variations
•	 Important differences between patent and  
	 other technology licenses
•	Defining the license scope (including fields of  
	 use and territorial limits)
•	Negotiating compensation (royalties, milestone  
	 payments, license fees, etc.)
•	Representations, warranties, and indemnities
•	Sub-licensing rights
•	Handling patent licensing issues in the context 	
	 of joint development and software integration 	
	 projects, including rights to improvements 
•	Rights and responsibilities for filing, prosecution, 	
	 maintenance, defense and enforcement of  
	 patent rights
	 CHI: Margaret M. Duncan 
	 NY, ATL, IND, MECH, NB, PHI, PITT  
	 & WEB: TBD
	 SF & WEB: Joseph Yang			 

2:45
SOFTWARE LICENSING AND  
OPEN SOURCE LICENSES

•	Source code versus object code licenses
•	Representations, warranties, indemnities and  
	 audit rights
•	Key open source licensing concepts and terms
•	License and open source compliance strategies
	 CHI: Steve Gold
	 NY, ATL, IND, MECH, NB, PHI, PITT  
	 & WEB: Jeffrey D. Osterman
	 SF & WEB: A. Clifford Allen, Jason Buttura

3:45 	 Networking Break

4:00
ETHICAL ISSUES IN LICENSING

•	Candor and deceit
•	Communicating with an adverse party
•	Out-of-state practice and the unauthorized  
	 practice of law
•	Competence to handle negotiation
•	Application of rules in actual cases
	 CHI: Eugene Friedman	
	 NY, ATL, IND, MECH, NB, PHI, PITT  
	 & WEB: David Rabinowitz
	 SF & WEB: Cassidy E. Chivers

5:00 	 Adjourn

AGENDA DAY 1
A networking breakfast will be available each day upon your arrival. 

REGISTER FOR OUR LIVE WEBCAST
ATTEND FROM YOUR LOCATION! 
Most of our programs are available as live 
Webcasts. Reserve your seat to watch PLI’s 
acclaimed faculty as they discuss the hottest 
legal trends, developments, 
case law and regulations. . . . 
View all supporting material. 
. . . And earn CLE and CPE 
credit.

Register today at  
www.pli.edu/YCD8 
or call 
800.260.4754.



Morning Session: 

9:00
INTERNATIONAL CONSIDERATIONS  
IN LICENSING

•	How to approach the cross-border licensing  
	 of IP
•	Dealing with issues that specifically impact  
	 licenses with foreign entities
•	Drafting considerations related to protection  
	 and enforcement of rights

CHI: Anne S. Jordan
NY, SF, ATL, IND, MECH, NB, PHI, PITT &  
WEB: Lindsey J. Canning

10:00
	ANTITRUST ISSUES IN LICENSING

•	Applicable antitrust standard: Per se violations 	
	 versus rule of reason
•	Distinguishing between horizontal and  
	 vertical licenses
•	Particular restrictions in IP licenses
•	Differences between the application of U.S. and  
	 EU antitrust law to IP licenses
	 CHI: Jeffery M. Cross

NY, SF, ATL, IND, MECH, NB, PHI, PITT  
& WEB: Willard K. Tom

11:00 	  Networking Break

CHICAGO

11:15
REGULATORY AND GOVERNMENT ISSUES 
IN IP LICENSING

•	Licensing IP from the government:  
	 Required clauses, enforcement, march-in rights,  
	 and traps for the unwary
•	Licensing IP to the government:  
	 Marking, monitoring, minimum rights,  
	 open source issues and remedies  
	 for infringement
•	 Impact of government preferences on licensing:  
	 Domestic manufacture, offshore R&D, and  
	 open source requirements at the state and  
	 federal levels

CHI: Eric A. Aaserud

NEW YORK, SAN FRANCISCO, GROUPCAST 
LOCATIONS & LIVE WEBCASTS

11:15
BANKRUPTCY ISSUES IN LICENSING

•	Treatment of IP and IP licenses under  
	 bankruptcy law
•	Consequences of your licensor, or licensee,  
	 going bankrupt
•	Structuring IP transactions to take into account  
	 bankruptcy risk
•	Negotiating tips to address the bankruptcy  
	 contingency
•	Preserving IP rights in the face of bankruptcy

NY, ATL, IND, MECH, NB, PHI, PITT  
& WEB: Stuart M. Riback		
SF & WEB: Lillian Stenfeldt

	12:15 	    Lunch

	

	 Afternoon Session:

1:30
LICENSE DRAFTING FOR LITIGATION

•	Hear from a litigator what happens when the  
	 agreement has to be enforced
•	How to draft boilerplate for the litigators
•	A litigator’s perspective on negotiating several  
	 common license provisions

CHI: Stephen J. Rosenfeld 
NY, ATL, IND, MECH, NB, PHI, PITT  
& WEB: Bruce R. Ewing
SF & WEB: Ira Jay Levy

CHICAGO

2:30
BANKRUPTCY ISSUES IN LICENSING

•	Treatment of IP and IP licenses under  
	 bankruptcy law
•	Consequences of your licensor, or licensee,  
	 going bankrupt
•	Structuring IP transactions to take into account  
	 bankruptcy risk
•	Negotiating tips to address the  
	 bankruptcy contingency
•	Preserving IP rights in the face of bankruptcy

CHI: Marcelo Halpern

SAN FRANCISCO & LIVE WEBCAST

2:30
REGULATORY AND GOVERNMENT ISSUES 
IN IP LICENSING

•	Licensing IP from the government:  
	 Required clauses, enforcement, march-in rights,  
	 and traps for the unwary
•	Licensing IP to the government:  
	 Marking, monitoring, minimum rights,  
	 open source issues and remedies  
	 for infringement
•	 Impact of government preferences on licensing:  
	 Domestic manufacture, offshore R&D, and  
	 open source requirements at the state and  
	 federal levels

SF & WEB: David S. Bloch

NEW YORK, GROUPCAST LOCATIONS  
& LIVE WEBCAST

2:30
MOCK NEGOTIATION OF A LICENSE 
AGREEMENT 

•	Putting it all together; a simulated negotiation of  
	 a license agreement
•	Drafting techniques and suggestions for  
	 specific clauses
•	Explanation of the “real world” relevance of  
	 license provisions
•	Pointers on negotiation techniques to  
	 develop compromises
•	 Identification of typical business terms 

NY & WEB: Ryan T. Colgan, Nicholas Vogt

3:30 	 Networking Break

AGENDA DAY 2
A networking breakfast will be available each day upon your arrival. 
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Chicago Program #221773	 November 1-2	  
at University of Chicago Gleacher Center 		  $1,895
New York Program #221774	 November 5-6	  
at PLI New York Center		  $1,895
Atlanta Groupcast #240023	 November 5-6	  
at Atlanta Bar Association		  $1,895
Indianapolis Groupcast #240024	 November 5-6	  
at Ice Miller LLP		  $1,895
Mechanicsburg Groupcast #240970	 November 5-6	  
at Pennsylvania Bar Institute		  $1,895
New Brunswick Groupcast #240971	 November 5-6	  
at New Jersey Institute for 		  $1,895 
	 Continuing Legal Education	
Philadelphia Groupcast #240968	 November 5-6	  
at Pennsylvania Bar Institute		  $1,895
Pittsburgh Groupcast  #240969	 November 5-6	  
at PBI Professional Development 		  $1,895 
	 Conference Center
or Live Webcast #221782	 November 5-6		
		  $1,895
San Francisco Program #221775	 December 5-6	  
at PLI California Center		  $1,895
or Live Webcast #221786	 December 5-6 
		  $1,895
Two-Volume Course Handbook only #221777	 $240	

For more information on PLI Privileged Membership,  
visit www.pli.edu/membership

REGISTRATION
When registering over the phone or online, 
please refer to Priority Code YCD8

PRIVILEGED 
MEMBERSHIP

Included in Your

PLI’S NATIONALLY ACCLAIMED COURSE 
HANDBOOKS NOW AVAILABLE ONLINE 
Our Course Handbooks represent the definitive thinking 
of the nation’s finest legal minds, and are considered 
the standard reference in the field. The Handbook is 
prepared specifically for this program and stands alone as 
a permanent reference. The Course Handbook will be 
available online several days prior to the program!

Log in to www.pli.edu, go to My Online Library and click 
on the Course Materials tab. You can review the material or 
prepare questions to raise at the program. All attendees will 
have access to the Course Handbook for one year from the 
program date. 

ONLINE DATABASE
Gain all-inclusive access to PLI’s online searchable 
database

24/7 access to over 90,000 documents of legal research in  
25 practice areas 

Treatises, Course Handbooks, Answer Books, Legal 
Forms and Program Transcripts

For more information, contact PLI at 877.900.5291,  
PLUS@pli.edu, or www.pli.edu/PLUS

Now Available in the App Store!

CHICAGO

3:45
PUTTING IT TOGETHER –  
THE FACULTY ANSWERS  
YOUR QUESTIONS 

• Join the faculty in a spirited 		
	 discussion of your  
	 toughest licensing questions
• Drafting techniques and suggestions  
	 for specific clauses
• Explanation of the “real world”  
	 relevance of license provisions
• Pointers on negotiation techniques 	
	 to develop compromises

CHI: Eric A. Aaserud,  
Jeffery M. Cross,  
Margaret M. Duncan,  
Eugene Friedman, Steve Gold, 
Marcelo Halpern, Anne S. Jordan, 
Janet A. Marvel, Lita Rosario, 
Stephen J. Rosenfeld,  
E. Leonard Rubin 

NEW YORK, SAN FRANCISCO  
& LIVE WEBCASTS 

3:45
MOCK NEGOTIATION OF A 
LICENSE AGREEMENT  
(NEW YORK – CONTINUED)

•	Putting it all together;  
	 a simulated negotiation  
	 of a license agreement
•	Drafting techniques and suggestions  
	 for specific clauses
•	Explanation of the “real world” 	
	 relevance of license provisions
•	Pointers on negotiation techniques  
	 to develop compromises
•	 Identification of typical  
	 business terms 

NY, ATL, IND, MECH, NB, PHI, PITT  
& WEB: Ryan T. Colgan,  
Nicholas Vogt
SF & WEB: Naomi Obinata, 
Tina Soriano, Joseph Yang

4:45 	 Adjourn



November 1-2
CHICAGO 
University of Chicago Gleacher Center
450 North Cityfront Plaza Drive
Chicago, IL 60611

November 5-6
NEW YORK 
PLI New York Center
1177 Avenue of the Americas
New York, NY 10036

ATLANTA 
Atlanta Bar Association
400 International Tower
229 Peachtree Street NE
Atlanta, GA 30303-1601

INDIANAPOLIS
Ice Miller LLP
One American Square, Suite 2900
Indianapolis, IN 46282

MECHANICSBURG 
Pennsylvania Bar Institute
5080 Ritter Rd.
Mechanicsburg, PA 17055 

NEW BRUNSWICK 
New Jersey Institute for Continuing  
  Legal Education
One Constitution Square
New Brunswick, NJ 08901-1510

PHILADELPHIA 
Pennsylvania Bar Institute
The CLE Conference Center
Wanamaker Building, 10th floor, Suite 1010
Center City Philadelphia, PA 19103  
  (Juniper St. entrance, between 13th &  
  Broad Sts., opposite City Hall)

PITTSBURGH 
PBI Professional Development  
  Conference Center
339 Sixth Avenue, Suite 760
Pittsburgh, PA 15222-2517

December 5-6
SAN FRANCISCO
PLI California Center
685 Market Street, Suite 100
San Francisco, CA 94105

HOTEL INFORMATION
www.pli.edu/YCD8
or call 800.260.4754

2018 PROGRAM DETAILS
LOCATIONS, PAYMENT & CANCELLATION POLICIES, 
CREDITS, ETC.

PAYMENT POLICY: Registration fees are due 
in advance. Attendees may pay by check, Visa, 
MasterCard, American Express or Diners Club.

CANCELLATIONS: All cancellations received 3 
business days prior to the program will be refunded 
100%. If you do not cancel within the allotted time 
period, payment is due in full. You may substitute 
another individual to attend the program.

CLE/CPD CREDIT: PLI programs offer  
CLE credit in all U.S. jurisdictions that have 
mandatory CLE requirements and some foreign 
jurisdictions with CPD requirements. Please check 
www.pli.edu/credit for credit details, eligibility and 
approval status for your particular jurisdiction(s). 
New York: In accordance with the requirements 
of the Continuing Legal Education Board, this 
transitional continuing legal education course has 
been approved for a maximum of 14 credit hours, 
of which 11 credit hours can be applied toward the 
Professional Practice requirement, 2 credit hours 
can be applied toward the Skills requirement and 
1 credit hour can be applied toward the Ethics 
requirement. California: This activity is approved 
for MCLE credit in the amount of 12 hours,  
of which 1 hour will apply to legal ethics.  

SPECIAL NEEDS: If you have special needs as 
addressed by the Americans with Disabilities Act, 
please notify Customer Service at least two weeks 
prior to your program.

UP-TO-THE-MINUTE EXPERTISE:  
PLI ONE-HOUR AUDIO BRIEFINGS
More than 135 Briefings a year on topics ripped 
straight from the headlines  
and sent straight to your 
Inbox on Sundays. 

For a complete list of Audio 
Briefings, service questions, 
or to subscribe, visit: 
www.pli.edu/YCD8

ON-DEMAND
THE EASIEST WAY TO COMPLETE 
YOUR MCLE REQUIREMENT! 
Over 2,500 hours of web programs, available 
whenever and wherever you need it.

You can view entire programs or 
individual web segments 24/7, 
along with downloadable  
course materials.
www.pli.edu/YCD8
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